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APPELLANT'S BRIEF ON APPEAL 

Pursuant to 37 C.F.R. §41 .37, Applicants submit their Brief on Appeal, as follows: 

REAL PARTY IN INTEREST- UNDER 37 C.F.R. § 41.37(c)(1)(i) 

The real party in interest in this appeal are The Olin Corporation, a 
corporation of the State of Virginia, having its principal place of business at 190 
Carondelet Plaza Suite 1530 Clayton, MO 63105-3443, and Wieland-Werke AG, 
Graf-Acro-Strasse, having a principle address at Ulm, Germany D-89079, by 
virtue of an assignment recorded May 3, 2004 at Reel 015281, Frame 0426. 

RELATED APPEALS & INTERFERENCES - UNDER 37 C.F.R. § 41.37(c)(1)(H) 
To the best of Appellants' knowledge, no other appeals or interferences 
are pending which will directly affect, be directly affected by or have a bearing on 
the Board's decision in the present pending appeal. 

STATUS OF THE CLAIMS - UNDER 37 C.F.R. § 41.37(c)(1)(iii) 

On May 21, 2007, Appellants appealed from a final rejection of claims 1-7. 

• A copy of the claims presently being appealed (i.e., Claims 1-7 and withdrawn 
claims 8-19) is provided in the attached Claims Appendix. 

• A copy of the Final Office Action mailed February 23, 2007 placing the claims 
under final rejection is provided in the attached Evidence appendix. 

STATUS OF AMENDMENTS - UNDER 37 C.F.R. § 41.37(c)(1)(iv) 

A final rejection was mailed February 23, 2007, and no amendments have 
been submitted in response thereto. 
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SUMMARY OF THE CLAIMED SUBJECT MATTER - UNDER 37 C.F.R. § 
41.37(c)(1)(v) 

Claim 1 

With regard to independent claim 1, paragraph [0026] of the present 
application as published in 20040166017 states that "alloys consisting essentially 
of, by weight, from 0.35% to 5% titanium, from 0.001% to 10% of X, where X is 
selected from Ni, Fe, Sn, P, Al, Zn, Si, Pb, Be, Mn, Mg, Bi, S, Te, Se, Ag, As, Sb, 
Zr, B, Cr and Co and combinations thereof and the balance is copper and 
inevitable impurities. The alloy has an electrical conductivity of at least 50% IACS 
and a yield strength of at least 1 05 ksi. Table 1 of the application shows that the 
base Cu-Ni-Ti alloy J347 has a content of 0.80% Nickel and 0.80% Titanium. 
The base Cu-Ni-Ti alloy J347 achieved a yield strength of 106 ksi, as shown in 
Table 2. The base Cu-Ni-Ti alloy J347 possessed a yield strength of at least 105 
ksi, and an electrical conductivity of 49.9% of the electrical conductivity of 
unalloyed copper (IACS), when cold-rolled and age annealed at 525° Celsius for 
three hours, and subsequently cold-rolled and age annealed at 525" Celsius for 
another three hours. (See Alloy ID J347 in Table 3 of the present application). 

Claim 5 

With regard to independent claim 5, paragraph [0027] of the present 
application as published in 20040166017 states that in a preferred aspect of the 
invention, the alloy consists essentially of from 0.35% to 2.5% titanium, from 
0.5% to 5.0% nickel, from 0.5% to 0.8% of iron, cobalt and mixtures thereof, from 
0.01% to 1.0% magnesium, up to 1% of Cr, Zr, Ag and combinations thereof and 
the balance is copper and inevitable impurities. 



Serial No.: 10/657,005 



Page 3 of 21 



GROUNDS FOR REJECTION TO BE REVIEWED ON APPEAL - UNDER 37 
C.F.R. § 41.37(c)(1)(vi) 

Appellants present the following issue for review: 

1. Is the invention set forth in claims 1-7 non-obvious under 35 U.S.C. 
§1 03(a) in view of JP 2001 181759? 

2. Is the invention set forth in claims 5-7 non-obvious under 35 U.S.C. 
§1 03(a) in view of JP 09263864 or JP 2002038246? 

ARGUMENT- UNDER 37 C.F.R. § 41.37(c)(1)(vii) 
1. 1 st GROUND OF REJECTION ON APPEAL 

Pursuant to 37 C.F.R. § 41.37(c)(1)(vii), the following provides the 
contentions of appellants with respect to the sole ground of rejection above 
presented for review in accordance with 37 C.F.R. § 41 .37(c)(1)(vi). 
Claim 1 

The Office Action states that obviousness typically exists when the ranges 
of a claimed composition overlap the ranges discloses within the prior art. 
However, An Appellant can rebut a prima facie case of obviousness based on 
overlapping ranges by showing the criticality of the claimed range, generally by 
showing that the claimed range achieves unexpected results relative to the prior 
art range." In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990); 
MPEP 2144.05. Here, claim 1 recites a Copper-Titanium alloy having a content 
of Titanium in the range of .35 to 5.0%, which the Appellant believes is required 
to achieve the unexpected results of a conductivity of 50% IACS and a yield 
strength of 105 KSI (see Alloy J347 in Tables 1-3, for example). 
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JP 2001181759 discloses only one specific Copper-Titanium alloy, that of 
Example 7. Contrary to claim 1, Example 7 has a 0.1% Titanium content below 
Appellant's claimed range, and a stated yield strength of 678 N/mm 2 / 98.3 KSI 
that is well below the Appellant's unexpected result of 105 KSI. The Appellant 
submits that the alloy in claim 1 having a Titanium content in the range of .35 to 
5.0 percent results in a yield strength of 105 KSI while also providing a 
conductivity of at least 50% IACS (which conductivity is better than 19 of the 24 
alloy examples recited in JP 2001181759). The Appellant submits that such 
characteristics are an unexpected result, which is further supported by the lower 
yield strength and lower conductivity values disclosed in JP 2001 181759. 

The Federal Circuit has also held that where the claimed and prior art 
products are alleged to have identical compositions, the prima facie case can be 
rebutted by evidence showing that the prior art products do not necessarily 
possess the characteristics of the claimed product. MPEP 2112; In re Best, 195 
USPQ at 433 (Fed. Cir. 1990). Here, JP 2001181759 does not necessarily 
possess the characteristics of an alloy having a yield strength greater than 105 
KSI, because while JP 2001181759 indicates that Titanium can be included, it 
does not disclose the critical range of .35 to 5.0 percent that the Appellant's 
found to be required to achieve the unexpected result of a yield strength of at 
least 105 KSI and a conductivity of at least 50% IACS. Absent the disclosure of 
such a range, the alloys in JP 2001181759 do not necessarily possess the 
characteristics of the 105 KSI yield strength. 
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The Federal Circuit has also held that a prior art reference that discloses a 
genus does not render unpatentable all species within that broad category, but 
must be examined to see if a disclosure of the claimed species has been made 
or whether the prior art reference merely invites further experimentation to find 
the species. MPEP 2112(IV); Metabolite Labs, Inc. v. Lab. Corp. of Am. Holdings, 
71 USPQ2d 1081, 1091 (Fed. Cir. 2004). Here, JP 2001181759 merely indicates 
that Titanium can be included, and accordingly discloses the broad genus of 
Copper alloys having an undisclosed amount of Titanium, which merely invites 
further experimentation to find a species with Appellant's claimed range of 
Titanium that will result in a yield strength of 105 KSI and a conductivity of at 
least 50% IACS. Thus, the Appellant submits that JP 2001181759 does not 
render obvious the Appellant's Copper alloy of claim 1 having a Titanium content 
in the range of .35 to 5.0%, which Appellant believes is required to achieve the 
unexpected results of a conductivity of 50% IACS and yield strength of 105 KSI. 

Claim 5 

JP 2001181759 discloses only one specific Copper-Titanium alloy, that of 
Example 7. Contrary to claim 5, Example 7 has a 0.1% Titanium content below 
Appellant's claimed range, and a stated yield strength of 678 N/mm 2 / 98.3 KSI 
that is well below the Appellant's claimed improved combination of yield strength 
and electrical conductivity. Moreover, JP 2001181759 also fails to disclose or 
suggest a Copper alloy having the claimed range of Titanium of .35 to 2.5%, and 
the claimed range of Nickel of 0.5 to 5.0 %, which the Appellant believes to be 
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required to achieve the unexpected improved combination of yield strength and 
electrical conductivity, (see Alloy J347 in Tables 1-3, for example). 

Here, JP 2001 181759 merely indicates that Titanium can be included, and 
accordingly discloses the broad genus of Copper alloys having an undisclosed 
amount of Titanium, which merely invites further experimentation to find a 
species with Appellant's claimed ranges for an alloy with an improved 
combination of yield strength and electrical conductivity. Thus, the Appellant 
also submits that JP 2001181759 does not render obvious the Appellant's alloy 
of claim 5 having a content of Titanium in the range of .35 to 2.5%, and a content 
of Nickel in the range of 0.5 to 5.0 %. 

Claims 2-4 and 6-7 

With regard to the subject matter of claims 2-4 and 6-7, these claims 
ultimately depend from independent claims 1 or 5, which the Appellant believes 
to be non-obvious and allowable for the reasons advanced above. As such, the 
Appellant submits that claims 2-4 and 6-7 are also allowable by virtue of their 
dependence from claims 1 and 5. 

2. 2 nd GROUND OF REJECTION ON APPEAL 

Pursuant to 37 C.F.R. § 41.37(c)(1)(vii), the following provides the 
contentions of appellants with respect to the sole ground of rejection above 
presented for review in accordance with 37 C.F.R. § 41.37(c)(1)(vi). 
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Claim 5 

The Office Action states that the Copper based alloy compositions 
disclosed in JP 09263864 And JP2002038246 overlap the Copper Alloy 
composition in claim 5, thereby establishing a Prima facie case of obviousness. 
However, an Appellant can rebut a prima facie case of obviousness based on 
overlapping ranges by showing the criticality of the claimed range, generally by 
showing that the claimed range achieves unexpected results relative to the prior 
art range." In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990); 
MPEP 2144.05. Here, Appellant believes that the claimed ranges of .35- 2.5% 
Titanium and 0.5-5.0% Nickel are required to achieve an improved combination 
of yield strength and electrical conductivity that Appellant submits is unexpected. 

Specifically, the Applicant points to the base Cu-Ni-Ti alloy J347 disclosed 
in Table 1 of the present application, which has a content of 0.80% Nickel and 
0.80% Titanium. The base Cu-Ni-Ti alloy J347 achieved a yield strength of 106 
ksi as shown in Table 2. Furthermore, the Applicants have found that the base 
Cu-Ni-Ti alloy J347 possessed a yield strength of at least 105 ksi, and an 
electrical conductivity of 49.9% of the electrical conductivity of unalloyed copper 
(IACS), when cold-rolled and age annealed at 525° Celsius for three hours, and 
subsequently cold-rolled and age annealed at 525° Celsius for another three 
hours. (See Alloy ID J347 in Table 3 of the present application as published in 
20040166017). The Appellant believes that the claimed Titanium content of .35 
to 2.5% and Nickel content of 0.5 to 5.0% are required to achieve an alloy having 
an improved combination of yield strength and electrical conductivity. 
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The Federal Circuit has also held that where the claimed and prior art 
products are alleged to have identical compositions, the prima facie case can be 
rebutted by evidence showing that the prior art products do not necessarily 
possess the characteristics of the claimed product. MPEP 2112] In re Best, 195 
USPQ at 433 (Fed. Cir. 1990). Here, the alloy compositions disclosed in both 
JP 092363864 and JP 2002038246 do not necessarily possess the 
characteristics of an alloy having an improved combination of yield strength and 
electrical conductivity, such as a yield strength greater than 105 KSI or a 
conductivity of at least 50% IACS. While both JP 092363864 and JP 
2002038246 indicate that Titanium or Nickel can be included, they do not 
disclose or suggest a specific range of Titanium or Nickel that would result in the 
Appellant's unexpected result of an alloy having an improved combination of 
yield strength and electrical conductivity (such as a yield strength of 105 KSI and 
a conductivity of at least 50% IACS). Absent such a specific range, the alloys in 
JP 092363864 and JP 2002038246 do not necessarily possess the 
characteristics of the 105 KSI yield strength. 

Moreover, JP 2002038246 merely recites a Copper alloy in which a 
remainder consists of Copper and an unescapable impurity including: Sn: 0- 
10%wt, Zn: 0-40wt%, Nickel: 0-10 wt%, Fe: 0-3 wt%, Cr: 0-1 wt%, Mn: 0-1 wt%, 
P: 0-0.5 wt%, Si: 0-1 wt%, Mg: 0-1 wt%, Zn: 0-0.5 wt%, Ti: 0-1 wt% Co: 0-1 wt%, 
Ag:0-1 wt%, Aluminum 0-5 wt%. This laundry list of possible impurities is so 
broad it encompasses a very large number of possible combinations, which only 
invites further experimentation to find a species with the Appellant's claimed 
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range of Titanium and Nickel that will result in the unexpected result of an alloy 
having the claimed an improved combination of yield strength and electrical 
conductivity. 

Likewise, JP 092363864 recites (in claim 2) a copper alloy that contains 
0.1-1.0 wt % Si, and a total amount of 0.01 to 6.0 wt. % of at least one or more of 
the following: Mg: 0.01-1. 0%wt, Al: 0.01-1 .0wt%, Ti: 0.01-1. 0wt%, Cr: 0.01- 
1.5wt%, Mn: 0.01-1. 0wt%, Fe: 0.01-3.0wt%, Co: 0.01-3.0wt%, Ni: 0.01-4.0wt%, 
Zn: 0.01-5.0wt%, Zr: 0.01-1 .0wt%, Ag: 0.01-1 .0wt%, and Sn: 0.01-2.0wt%. 
Accordingly, JP 092363864 also discloses a large number of possible 
combinations, without any mention whatsoever of a Titanium or Nickel content 
required to achieve an improved combination of yield strength and electrical 
conductivity, such as a yield strength of at least 105 KSI, and an electrical 
conductivity of 49.9% of IACS achieved in Alloy J347. Thus, the Appellant 
submits that JP 092363864 and JP 2002038246 do not render obvious the 
Appellant's Copper alloy of claim 5 having a Titanium content in the range of .35 
to 2.5 % and a Nickel content in the range of 0.5 to 5.0 %, which the Appellant 
believes is required to achieve the unexpected result of an alloy having an 
improved combination of yield strength and electrical conductivity (such as a 
yield strength of 105 KSI and a conductivity of at least 50% IACS). 

Appellants also respectfully submit that the references fail to provide any 
apparent reason for combining the known elements of JP 2001 181759 that would 
result in the fashion claimed in the present patent application. The Supreme 
Court has stated that there must be an apparent reason to combine the known 
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elements in the references in a manner that would result in the fashion claimed 
by the patent application at issue. KSR International Co. v. Teleflex Inc., No. 04- 
1350, slip op. at 14 (U.S. Apr. 30, 2007). The Appellant submits that neither JP 
092363864 nor JP 2002038246 make any mention whatsoever of a Titanium or 
Nickel content required to achieve the unexpected result of an alloy having an 
improved combination of yield strength and electrical conductivity (such as a 
yield strength of 105 KSI and a conductivity of at least 50% IACS). As such, the 
Appellant submits that claim 5 is not obvious in view of JP 092363864 or JP 
2002038246. 

Claims 2-4 and 6-7 

With regard to the subject matter of claims 6-7, these claims ultimately 
depend from independent claim 5, which the Appellant believes to be non- 
obvious and allowable for the reasons advanced above. As such, the Appellant 
submits that claims 6-7 are also allowable by virtue of their dependence from 
claim 5. 
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CONCLUSION 

Appellant respectfully submits that the Examiner has not shown that 
claims 1-7 are obvious over JP 2001181759, or that claims 5-7 are obvious over 
JP 092363864 or JP 2002038246. Accordingly, reversal of the rejections of 
Claims 1-7 is respectfully requested. 



Respectfully submitted, 




Kevin M. Pumm, Reg. No. 49,046 
Harness, Dickey & Pierce, P.L.C. 
7700 Bonhomme Avenue, Suite 400 
St. Louis, MO 63105 
(314) 726-7500 



Date: 2 * ZooJ 
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CLAIMS APPENDIX 
UNDER 37 C.F.R. § 41.37(c)(1)(viii) 

1 . (Original) A copper base alloy consisting essentially of, by weight: 
from 0.35% to 5% titanium; 

from 0.001% to 10% of X, where X is selected from Ni, Fe, Sn, P, Al, Zn, Si, Pb, 
Be, Mn, Mg, Bi, S, Te, Se, Ag, As, Sb, Zr, B, Cr and Co and combinations 
thereof; and 

the balance copper and inevitable impurities, said alloy having an electrical 
conductivity of at least 50% IACS and a yield strength of at least 105 ksi. 

2. (Original) The copper base alloy of claim 1 wherein X is selected from the 
group consisting of Ni, Fe, Co, Mg, Cr, Zr, Ag and combinations thereof. 

3. (Original) The copper base alloy of claim 2 further consisting essentially of: 
from 0.35% to 2.5% titanium; 

from 0.5% to 5.0% nickel; 

from 0.5% to 0.8% of iron, cobalt and mixtures thereof; 

from 0.01% to 1.0% magnesium; up to 1% of Cr, Zr, Ag and combinations 

thereof; and 

the balance copper and inevitable impurities. 
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4. (Original) The copper base alloy of claim 3 further consisting essentially of: 
from 0.8% to 1 .4% titanium; 

from 0.8% to 1.7% nickel; 

from 0.9% to 1 . 1 % of iron, cobalt and mixtures thereof; 

from 0.1% to 0.4% magnesium; up to 1% of Cr, Zr, Ag and combinations thereof; 

and 

the balance copper and inevitable impurities. 

5. (Original) A copper base alloy having an improved combination of yield 
strength, electrical conductivity, stress relaxation resistance consisting essentially 
of by weight of: 

0.35-2.5% titanium; 
0.5-5.0% nickel; 

0.5-1.5% iron, cobalt and mixtures thereof; 

0.01-1.0% magnesium; up to 1% of Sn, Cr, Zr, Ag, Sn, P, Al, Zn, Si, Pb, Bi, S, 
Te, Se, Be, Mn, As, Sb, Zr, B and mixtures thereof; and 
the balance copper and inevitable impurities. 

6. (Original) The copper base alloy of claim 5 containing up to 1% of Cr, Zr, 
Ag and mixtures thereof. 
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7. (Original) The copper base alloy of claim 6 consisting essentially of 

0.8-1 .4% titanium; 
0.8-1.7% nickel; 
0.90-1.10% iron, or cobalt; 
0.10-0.40% magnesium; 

0.01% to 1.0% of Cr, Zr, Ag and mixtures thereof; and 
the balance copper and inevitable impurities 

8. (Withdrawn) A process for making a copper base alloy having an improved 
combination of yield strength, electrical conductivity and stress relaxation, 
comprising: 

casting a copper base alloy that consists essentially, by weight, from 0.35% to 

10% titanium, from 0.001% to 6% of X, where X is selected from Ni, Fe, Sn, P, 

Al, Zn, Si, Pb, Be, Mn, Mg, Bi, S, Te, Se, Ag, As, Sb, Zr, B, Cr and Co and 

combinations thereof and the balance copper and inevitable impurities; 

hot rolling the alloy at from about 750°C. to about 1,000°C; 

first cold rolling the alloy to a reduction in area of from about 50% to about 97%; 

first annealing the alloy at a temperature of from about 850°C to about 1 ,000° C 

for from about 10 seconds to about one hour, followed by a rapid cool to ambient; 

second cold rolling the alloy up to about 80% reduction in area; 

second annealing the alloy at from about 400°C to about 650°C for from about 1 

minute to about 10 hours; 

third cold rolling the alloy from about a 10% to about a 50% reduction in area to 
finished gauge. 

9. (Withdrawn) The process of claim 8 wherein following said third cold rolling 
step, said alloy is annealed at a temperature of from about 150°C to about 600°C for 
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from about 15 seconds to about 10 hours. 

10. (Withdrawn) The process of claim 9 wherein said first, second and third 
annealing steps have times and temperatures effective for said alloy to have a 
yield strength of at least 105 ksi and an electrical conductivity of at least 50% 
IACS at finish gauge. 

11. (Withdrawn) A process for making a copper base alloy having an improved 
combination of yield strength, electrical conductivity, stress relaxation resistance, 
along with modest levels of bendability comprising: 

casting a copper base alloy that consists essentially, by weight, from 0.35% to 
10% titanium, from 0.001% to 6% of X, where X is selected from Ni, Fe, Sn, P, 
Al, Zn, Si, Pb, Be, Mn, Mg, Bi, S, Te, Se, Ag, As, Sb, Zr, B, Cr and Co and 
combinations thereof and the balance copper and inevitable impurities; 
hot reducing the alloy at from about 750°C to about 1,000°C; 
providing one or more cycles comprising cold reducing the alloy to a reduction in 
area of from about 50% to about 99% and then age annealing at an annealing 
temperature of from about 400°C to about 650°C for from about 15 sees, to about 
10 hours; 

cold reducing the alloy from about 40% to about 80% reduction in area; 
age hardening the alloy by annealing at from about 400°C to about 650°C 
for from about 1 to about 10 hours; and 

final reducing the alloy from about a 10% to about a 50% reduction in area to 
finished gauge. 

12. (Withdrawn) The process of claim 1 1 wherein following said final cold rolling 
step, said alloy is annealed at a temperature of from about 150°C to about 
600°C for from about 15 seconds to about 10 hours. 

13. (Withdrawn) The process of claim 12 wherein said annealing steps have times 
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and temperatures effective for said alloy to have a yield strength of at least 105 
ksi and an electrical conductivity of at least 50% at finish gauge. 

14. (Withdrawn) A process for making a copper base alloy having high yield 
strength and moderate strength, electrical conductivity comprising: 

casting a copper base alloy that consists essentially, by weight, from 0.35% to 
10% titanium, from 0.001% to 6% of X, where X is selected from Ni, Fe, Sn, P, 
Al, Zn, Si, Pb, Be, Mn, Mg, Bi, S, Te, Se, Ag, As, Sb, Zr, B, Cr and Co and 
combinations thereof and the balance copper and inevitable impurities; 
hot reducing the alloy at from about 750°C to about 1,000°C; 
cold reducing the alloy to a reduction in area of from about 50% to about 99%; 
solution annealing the alloy at a temperature of from about 950°C to about 
1,000°C for from about 15 seconds to about one hour, followed by a rapid cool to 
ambient; 

cold reducing the alloy from about 40% to about a 60% reduction in area; 

age annealing the alloy at a temperature of about 400°C to about 650°C for from 

about 1 to about 10 hours; 

cold reducing the alloy from about a 40% to about a 60% reduction in area; 
age annealing the alloy a second time at a lower temperature than the first aging 
anneal of from about 375°C to about 550°C for from about 1 to about 3 hours; 
and 

cold reducing at least about 30% reduction in area to a finished gauge. 

15. (Withdrawn) The process of claim 14 wherein following said final cold rolling 
step, said alloy is annealed at a temperature of from about 150°C to about 
600°C for from about 15 seconds to about 10 hours. 

16. (Withdrawn) The process of claim 15 wherein said first, second and third 
annealing steps have times and temperatures effective for said alloy to have a 
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yield strength of at least 105 ksi and an electrical conductivity of at least 50% 
IACS at finish gauge. 

17. (Withdrawn) A process for making a copper base alloy having high yield 
strength and moderate strength, electrical conductivity comprising: 

casting a copper base alloy that consists essentially, by weight, from 0.35% to 
10% titanium, from 0.001% to 6% of X, where X is selected from Ni, Fe, Sn, P, 
Al, Zn, Si, Pb, Be, Mn, Mg, Bi, S, Te, Se, Ag, As, Sb, Zr, B, Cr and Co and 
combinations thereof and the balance copper and inevitable impurities; 
hot rolling the alloy at from about 750°C to about 1 ,000°C.; 
cold rolling the alloy to a reduction in area of from about 50% to about 99%; 
solution annealing the alloy at a temperature of from about 950°C to about 
1,000°C for from about 10 seconds to about one hour, followed by a rapid cool to 
ambient; 

cold rolling the alloy from about a 40% to about a 60% reduction in area; 
age annealing the alloy at a temperature of about 500°C to about 575°C for from 
about 15 seconds to about 10 hours or at a temperature of about 425 to about 
475°C for about 2.5 to about 3.5 hours; 

cold rolling the alloy from about a 40% to about a 60% reduction in area; 

age annealing the alloy a second time at a temperature of from about 500° C to 

about 550°C for from about 1 to about 4 hours; and 

final rolling at least about 30% reduction in area to a finished gauge. 

18. (Withdrawn) The process of claim 17 wherein following said final cold rolling 
step, said alloy is annealed at a temperature of from about 150°C to about 
600°C for from about 15 seconds to about 10 hours. 
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19. (Withdrawn) The process of claim 18 wherein said annealing steps have times 
and temperatures effective for said alloy to have a yield strength of at least 105 
ksi and an electrical conductivity of at least 50% at finish gauge. 
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EVIDENCE APPENDIX- UNDER 37 C.F.R. § 41.37(c)(1)(ix) 

• A copy of the Final Office Action mailed February 23, 2007 placing the 
present application under final rejection is provided 
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RELATED PROCEEDINGS APPENDIX- UNDER 37 C.F.R. § 41.37(c)(1)(x) 
NONE. 
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DETAILED ACTION 



Claim Rejections - 35 USC § 103 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims 
at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application 
indicating obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c ) and potential 35 U.S.C. 102(f) or (g) prior 
art under 35 U.S.C. 103(a). 

Claims 1-7 are rejected under 35 U.S.C. § 103 as being unpatentable over JP 
2001181759 (PTO-1449). 

JP 2001 181759 discloses Cu based alloy composition (claim 2) and tensile and 
electrical conductivity (Table 2). JP 2001181759 does not disclose tensile property as 
yield strength as recited in claim 1 . But, tensile strength and yield strength for Cu 
electrical alloys are about the same because of the spring property. As stated in In re 
Peterson, 315 F.3d 1325, 1329-30, 65 USPQ2d 1379, 1382 (Fed. Cir. 2003), that "A 
prima facie case of obviousness typically exists when the ranges of a claimed 

t 

composition overlap the ranges disclosed in the prior art". Therefore, it would have 
been obvious to one of ordinary skill in the art to select any portion of range, including 
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the claimed range, from the broader range disclosed in a prior art reference because 
the prior art reference finds that the prior art composition in the entire disclosed range 
has a suitable utility. Also see MPEP § 2131 .03 and § 2123. 

Claims 5-7 are rejected under 35 U.S.C. § 103 as being unpatentable over JP 
09263864 or JP 2002038246 (both are in PTO-1449). 

Cited references disclose Cu based alloy composition in their abstracts. The Cu 
based alloy compositions of cited references overlap the claimed Cu based 
compositions. As stated in In re Peterson, 315 F.3d 1325, 1329-30, 65 USPQ2d 1379, 
1382 (Fed. Cir. 2003), that "A prima facie case of obviousness typically exists when the 
ranges of a claimed composition overlap the ranges disclosed in the prior art". 
Therefore, it would have been obvious to one of ordinary skill in the art to select any 
portion of range, including the claimed range, from the broader range disclosed in a 
prior art reference because the prior art reference finds that the prior art composition in 
the entire disclosed range has a suitable utility. Also see MPEP § 2131.03 and § 2123. 

Response to Arguments 

Applicant's arguments filed December 7, 2006 have been fully considered but 
they are not persuasive. 

flppHwHtWBpwtMt; wqwwta mu i uiUuuUui i uf the rejection of claims 1 - 7 as 

Applicants argue that " antic " 3ated * J""*""™- 
which is found inconsistent with the record. None of the instant claims is rejected under 
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35 U.S.C. §102 or "anticipated" (see above rejections and prior office action mailed July 
7, 2006). 

Applicants' argument in pages 9/10 of instant remarks with respect to JP 
2001181759 is noted. But, JP 2001181759 teaches Ti as an additive element to the 
copper based alloy (see claim 2). JP 2001 181759 discloses copper based alloy can 
achieve 725 N/mm 2 tensile strength which is about 105.34 ksi. 

JP09263864 fails to disclose or suggest a copper-titanium alloy of the claimed 
Applicants argue that " oom P osl,ion ,ne claimed electrical and physical properties. W li ilu UP0OOOO00* " gut, 

instant claims 5-7 do not recited any range of electrical and/or tensile properties. 
Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

i 

Applicant is reminded that when amendment and/or revision is required, 
applicant should therefore specifically point out the support for any amendments made 
to the disclosure. See 37 C.F.R. § 1.121; 37 C.F.R. Part §41.37 (c)(1)(v); MPEP 
§714.02; and MPEP §241 1.01(B). 
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Examiner Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to S. Ip whose telephone number is (571 ) 272-1241 . The 
examiner can normally be reached on Monday to Friday from 5:30 A.M. to 2:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Roy V. King, can be reached on (571 )-272- 1244. 

The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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